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A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
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Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
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DETAILED ACTION 
Claim Rejections - 35 USC § 112 

1 . The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

2. Claims 6-12 are rejected under 35 U.S.C. 112, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant regards as 
the invention. 

3. The term "predominantly" in claim 6 is a relative term which renders the claim indefinite. 
The term "predominantly" is not defined by the claim, the specification does not provide a 
standard for ascertaining the requisite degree, and one of ordinary skill in the art would not be 
reasonably apprised of the scope of the invention. 

Claim Rejections - 35 USC §102 

4. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

5. Claims 6 and 10-12 are rejected under 35 U.S.C. 102(b) as being anticipated by U.S. 
Patent No. 6,367,570 Bl to Long, III et al. 

Long, III et al. clearly teaches the construction of a hybrid electric vehicle with electric 
motor providing strategic power assist to load balance internal combustion engine, comprising: 
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an internal combustion engine (150), an electric motor (200), a battery (400) 
electrically coupled to the electric motor and a sensor (462) for recording a state of 
charge of the battery; 

wherein i) the motor can be switched between operation in a motor mode and 
operation in a generator mode, and ii) the motor can be mechanically coupled to the 
internal combustion engine and/or to an output drive of the system for the purpose of 
driving said system or for the purpose of said internal combustion engine or said output 
drive of the system driving the motor in the generator mode; and 
a method of operating said motor, wherein: 

when the internal combustion engine is operating and is coupled to the 
output drive, the electric motor operates, predominantly in the generator mode 
only when the load on the internal combustion engine is in a first, relatively 
lower, range; and predominantly in the motor mode when the load on the internal 
combustion engine is in a second relatively higher, range. 
It has been held that the recitation that an element is "capable of performing a function 
("can be switched", "can be mechanically coupled") is not a positive limitation but only requires 
the ability to so perform. It does not constitute a limitation in any patentable sense. In re 
Hutchison, 69 USPQ 138. 

6. With regards to claim 10, Long, III et al. disclose when the electric motor is being 
continuously positively coupled to the output drive, the electric motor always operates in either 
the motor mode or the generator mode. 
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7. With regards to claims 1 1 and 12, Long, III et al. disclose the system being a hybrid drive 
system / hybrid propulsion system in a motor vehicle. 

It must be noted that a recitation of the intended use of the claimed invention must result 
in a structural difference between the claimed invention and the prior art in order to patentably 
distinguish the claimed invention from the prior art. If the prior art structure is capable of 
performing the intended use, then it meets the claim. 

Claim Rejections - 35 USC § 103 

8. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

9. Claims 7-9 are rejected under 35 U.S.C. 103(a) as being unpatentable over U.S. Patent 
No. 6,367,570 Bl to Long, III et al. in view of U.S. Patent No. 5,343,970 to Severinsky. 

Long, III et al. disclose the construction of a hybrid electric vehicle with electric motor 
providing strategic power assist to load balance internal combustion engine as disclosed above. 
However, it fails to disclose: 

changes in fuel consumption of the internal combustion engine which occur in 
response to load changes are recorded as a function of rotational speed of the internal 
combustion engine, and are stored; and 

the electric motor is operated as a generator when the quotient of a load change 
and fuel consumption change exceeds a first threshold value; and is operated as a motor 
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when the quotient of a load change and fuel consumption is less than the first threshold 
value or a second threshold value. 

Severinsky disclose the construction of a hybrid electric vehicle, wherein as shown in 
Figure 2: 

changes in fuel consumption of the internal combustion engine which occur in 
response to load changes are recorded as a function of rotational speed of the internal 
combustion engine, and are stored; and 

the electric motor is operated as a generator when the quotient of a load change 
and fuel consumption change exceeds a first threshold value; and is operated as a motor 
when the quotient of a load change and fuel consumption is less than the first threshold 
value or a second threshold value; 
for the purpose of realizing substantially increased fuel economy and reduced pollutant 
emissions as compared to present day vehicles while suffering no significant penalty in 
performance, operating convenience, cost, complexity, or cost. 

It would have been obvious to one skilled in the art at the time the invention was made to 
use the operational characteristics of a hybrid electric vehicle disclosed by Severinsky on the 
hybrid electric vehicle with electric motor providing strategic power assist to load balance 
internal combustion engine disclosed by Long, III et al. for the purpose of realizing substantially 
increased fuel economy and reduced pollutant emissions as compared to present day vehicles 
while suffering no significant penalty in performance, operating convenience, cost, complexity, 
or cost. 
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It would have also been obvious to one having ordinary skill in the art at the time the 
invention was made to select the quotient of a load change as a first and second threshold values 
to operate the electric motor as a generator or as a motor, since it has been held that discovering 
an optimum value of a result effective variable involves only routine skill in the art. In re 
Boesch, 617 F.2d 272, 205 USPQ 215 (CCPA 1980). 

Also, if the "acts" of a claimed process manipulate only numbers, abstract concepts or 
ideas, or signals representing any of the foregoing, the acts are not being applied to appropriate 
subject matter. Schrader, 22F.3d at 294-95, 30USPQ2d at 1458-59. Thus, a process consisting 
solely of mathematical operations, i.e., converting one set of numbers into another set of 
numbers, does not manipulate appropriate subject matter and thus cannot constitute a statutory 
process. MPEP2106. 

10. With regards to claim 8, Severinsky disclose the electric motor being operated with 
increasing generator power when the quotient of the load change and the consumption change of 
the internal combustion engine increases. 

1 1 . With regards to claim 9, Severinsky disclose the electric motor being operated with 
increasing motor power when the quotient of the load change and consumption change of the 
internal combustion engine falls. 

Conclusion 

12. The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. See PTO-892. 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Pedro J. Cuevas whose telephone number is (571) 272-2021. The 
examiner can normally be reached on M-F from 8:30 - 6:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Darren Schuberg can be reached on (571) 272-2044. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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